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DETAILED ACTION 

1 . Examiner Michael A. Delgado is no longer assigned to the present patent application. 
This application is now assigned to Examiner Paul H. Kang. In examining this patent 
application, full faith and credit has been given to the search and action of the previous examiner; 
MPEP §719.05. 

Status of Claims 

2. Claims 1-48 have been cancelled. Claims 49-72 are newly added. Claims 49-72 are now 
pending. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 49-72 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
No. 6,073,142 to Geiger et al.. 
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5. As to claim 49, Geiger teaches a communication apparatus which is connected to an E- 
mail server via a network, said communication apparatus comprising (Fig 1,102): 

a receiving unit (Fig 3, 282), adapted to receive an E-mail which is to be sent to said 
communication apparatus stored in a mailbox provided on an E-mail server (Col 11, lines 1- 
10); 

a first obtaining unit (Fig 2, 200), adapted to obtain attribute information of the E-mail 
stored in the mailbox (Col 3, lines 40-50) (Col 6, lines 20-25) (Col 6, lines 50-60) (Col 10, 
lines 30-40); 

a discriminating unit (Fig 2, 210), adapted to discriminate whether or not to receive the 
E-mail before said receiving unit receives the E-mail based on the attribute information 
obtained by said first obtaining unit (Col 10, lines 30-40); 

wherein, in a case where said discriminating unit discriminated to receive the E-mail, 
said receiving unit receives the E-mail that said discriminating unit discriminated to receive, 
and in a case where said discriminating unit discriminates not to receive the E-mail, said 
receiving unit does not receive the E-mail that said discriminating unit has discriminated not to 
receive (Col 7, lines 1-10); and 

wherein said discriminating unit further discriminates whether or not to receive an E- 
mail other than the E-mail that said discriminating unit has discriminated not to receive (Col 
10, lines 30-40). 

6. As to claims 50 and 59, Geiger teaches the communication apparatus further comprising 
a controlling unit (Fig 2, 230), adapted to, in a case where said discriminating unit discriminated 
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not to receive the Email, send to the E-mail server an instruction for deleting from the mail box 
the E-mail that said discriminating unit discriminated not to receive, and to delete E-mails after 
the receiving unit receives that E-mail (Fig 4,422) (Col 10, lines 50-55). 

7. As to claim 51, Geiger teaches a communication apparatus wherein said first obtaining 
unit obtains size information of the E-mail as the attribute information, and said discriminating 
unit discriminates whether or not to receive the E-mail based on the obtained size information 
(Col 3, lines 40-50) (Col 10, lines 30-40). 

8. As to claim 52, Geiger teaches a communication apparatus further comprising a second 
obtaining unit, adapted to obtain maximum value information of a size of the E-mail capable of 
being received by said receiving unit (Col 3, lines 40-50), wherein said discriminating unit 
discriminates whether or not to receive the E-mail by comparing the size information of the E- 
mail obtained by said first obtaining unit with the maximum value information obtained by 
said second obtaining unit (Col 3, lines 40-50) (Col 10, lines 30-40). 

9. In claim 53, Geiger teaches a communication apparatus wherein said controlling unit 
receives only header information of the E-mail that said discriminating unit discriminates not 
to receive, and stores, as communication history information, information obtained from the 
received header information (Col 3, lines 40-50) (Col 17, lines 15-25) (Col 23, lines 1-5). 
Discrimination that is made base on sender is extracted from the source address of the header. 
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10. In claim 54, Geiger teaches about a communication apparatus wherein said controlling 
unit stores as communication history information the size information of the E-mail that said 
discriminating unit discriminates not to receive (Fig 14) (Col 10, lines 50-55) (Col 23, lines 1- 
5). 

11. In claim 55, Geiger teaches about a communication apparatus according to Claim 23, 
wherein said controlling unit stores as communication history information a fact that the 
reception by said receiving unit to the E-mail that said discriminating unit discriminates not to 
receive is stopped (Fig 14) (Col 10, lines 50-55) (Col 23, lines 1-5). 

12. In claim 56, Geiger teaches about a communication apparatus wherein said controlling 
unit stores as communication history information a fact that the E-mail that said discriminating 
unit discriminates not to receive is deleted (Fig 14) (Col 10, lines 50-55) (Col 23, lines 1-5). 



13. In claim 57, Geiger teaches about a communication apparatus wherein, in a case where 
said receiving unit receives the E-mail that said discriminating unit discriminates to receive, 
said controlling unit stores as communication history information the information obtained 
from the E-mail received by said receiving unit (Fig 14) (Col 10, lines 50-55) (Col 23, lines 1- 
5). 



14. In claim 58, Geiger teaches about a communication apparatus further comprising an 
output unit, adapted to, in a case where said receiving unit receives the E-mail that said 
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discriminating unit discriminates to receive, output the E-mail received by said receiving unit 
(Col 10, lines 50-55). 

15. Claims 60-70 are the methods to the apparatus of claims 49-59 respectively, and are 
rejected under the same rationale as claims 49-59. 

16. Claim 71 is the program for causing a computer to execute the apparatus of claim 49 is 
rejected for the same reason as claim 49. 

17. Claim 72 is the computer-readable storage medium which stores a program used by a 
computer to execute the method of the apparatus of claim 49 is rejected for the same reason as 
claim 49. 

18. In claim 47, Geiger teaches about a communication apparatus according to Claim 23, 
wherein, said controlling unit sends to said E-mail server an instruction for deleting from the 
mail box the E-mail that said discriminating unit discriminated to receive (i.e. forwarding), 
after said receiving unit receives the E-mail that said discriminating unit discriminated to receive 
(Col 10, lines 50-60). 

19. In claim 48, Geiger teaches about a communication method according to Claim 34, 
wherein, said controlling step includes sending to said E-mail server an instruction for deleting 
from the mail box the E-mail that said discriminating step discriminated to receive (i.e. 
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forwarding), after the Email that said discriminating unit discriminated to receive is received in 
said receiving step (Col 10, lines 50-60). 

Response to Arguments 

20. Applicant's arguments with respect to claims 49-72 have been considered but are moot in 
view of the new ground(s) of rejection. However, in an attempt to advance prosecution of this 
patent application, the following issue is addressed: 

The applicants argue in substance that: 

"[I]t should be noted that the Geiger system discriminates the action to be applied, only 
after receiving all the E-mails. Applicant submits that this dies not suggest Applicant's 
apparatus recited in Claim 49, whose receiving unit receives a given E-mail only after the 
discriminating unit has made a discrimination about that E-mail. Applicant submits that it 
is apparent from this that the Geiger system cannot provide the benefit of the apparatus of 
Claim 49, to prevent receivable E-mails being needlessly left in the mail server merely 
because one E-mail in the mail box is not receivable." See Response, page 12. 

21 . In response to applicant's argument that the Geiger patent fails to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies are not recited in 
the rejected claims. Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

It appears the applicants contend the claims are limited to said "receiving step" being the 
step of transferring the email message from the server to the client computer. However, the 
claims are not limited to this narrow reading. The "receiving step," as recited in the claims, may 
refer to the step of releasing or routing the message to a specified recipient after a discriminating 
step, i.e. after having received the email from the server, the message is not released/routed to the 
recipient prior to a discriminating step (See Geiger, Fig. 4A, 408). Because Geiger teaches 
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"releasing/routing" the message to the recipient after discriminating, it is deemed to anticipate 
the invention as claimed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul H. Kang whose telephone number is (571) 272-3882. The 
examiner can normally be reached on 9 hour flex. First Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on (571) 272-3922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




